
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MASSACHUSETTS 

   

TOOLMEX CORPORATION,   

    

 Plaintiff,   

v.   

SOWA TOOL & MACHINE COMPANY, 
LIMITED, and SOWA TOOL INC., 

 

   

 Defendants.  

CIVIL ACTION NO.  
 

    

COMPLAINT AND JURY DEMAND 
 
 Toolmex Corporation (“Toolmex”) brings this civil action against Sowa Tool & Machine 

Company, Limited, and Sowa Tool Inc. (collectively, “Sowa”). 

THE PARTIES 

1. Plaintiff Toolmex is a Massachusetts corporation with a principal place of 

business at 1075 Worcester Street, Natick, MA 01760. 

2. On information and belief, Defendant Sowa Tool & Machine Company, Limited 

is a Canadian corporation having an address at 500 Manitou Drive, Kitchener, Ontario N2G 4B6, 

Canada. 

3. On information and belief, Defendant Sowa Tool Inc. is a Nevada corporation 

having an address at 416 Dussel Drive, Maumee, Ohio 43537. 

JURISIDICTION 

4. This is an action for false designation of origin and unfair competition arising 

under the laws of the United States, namely the Lanham Act, 15 U.S.C. § 1051, et seq.  

Therefore, this Court has jurisdiction pursuant to 28 U.S.C. §§ 1331 and 1338.  In addition, 
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Toolmex is a Massachusetts corporation, while Sowa Tool & Machine Company, Limited is a 

Canadian corporation, and Sowa Tool Inc. is a Nevada corporation.  Toolmex seeks damages 

associated with the past sale of goods and injunctive relief associated with on-going sales of 

goods believed to be greater than $75,000.  As a result, jurisdiction is also proper under 28 

U.S.C. § 1332.  Jurisdiction over the state law and common law claims is proper under 28 U.S.C. 

§ 1367. 

5. Venue is appropriate under 28 U.S.C. § 1391. 

6. On information and belief, Sowa offers to sell and sells goods and services under 

and in connection with Plaintiff’s Product-Family Marks (as enumerated below) in 

Massachusetts.  On information and belief, Sowa offers to sell and sells such goods and services 

to stocking dealers and other companies located in Massachusetts, who resell them in 

Massachusetts and/or to Massachusetts residents.  In addition, Sowa was an exhibitor at the 

recent Eastec 2010 exposition, held just last month in West Springfield, Massachusetts on May 

25-27, 2010.  On information and belief, as an exhibitor at Eastec, Sowa advertised, 

demonstrated, offered to sell and/or has sold goods and services under and in connection with 

Plaintiff’s Product-Family Marks.  In addition, Sowa is listed as “Actively Pursuing” business in 

Massachusetts on the Canadian government’s industry web site 

(http://www.ic.gc.ca/app/ccc/srch/nvgt.do?lang=eng&prtl=1&sbPrtl=&estblmntNo=1234561447

88&profile=cmpltPrfl&profileId=501&app=sold).  This Court therefore has personal jurisdiction 

over Sowa. 

BACKGROUND 

7. Toolmex is a well-respected seller of precision, high-quality workholding, cutting 

and other metalworking tools, machine tools, and electric motors.  For nearly forty years, 
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Toolmex has offered to sell and has sold these and other machine tool products to both 

corporations and individuals throughout the United States who need precision tools, such as 

high-quality lathes, end mills, vises, and components for them. 

8. At least since 1983, Toolmex has used marks incorporating the word BISON and 

an associated logo, in connection with its machine tool products, and in particular with its 

workholding tools.  Such tools are sold under the BISON brand. 

9. In addition, Toolmex has been using four-digit product-family marks such as 

Type 3204, Type 3205, Type 3504, Type 3505, etc., to identify and distinguish the source of its 

products from those of others (the “Product-Family Marks”).  These Product-Family Marks have 

been used exclusively by Toolmex throughout the United States for at least twenty-five years, 

and are recognized by U.S. consumers as being owned by Toolmex.  The Product-Family marks 

have been continuously used by Toolmex in connection with its BISON brand machine tool 

products. 

10. In particular, consumers recognize each specific Toolmex Product Family Mark 

as referring to a specific product family offered for sale or sold exclusively by Toolmex. 

11. Through Toolmex’s efforts and diligence, its BISON mark and its Product-Family 

Marks have become well known and machine tool products bearing or sold in connection with 

the BISON mark and the Product-Family Marks are currently sold throughout the United States.  

Millions of dollars of goods have been sold under the BISON mark and the Product-Family 

Marks exclusively by Toolmex over the past three decades, to many thousands of customers. 

12. By virtue of the longstanding popularity of the BISON mark and the Product-

Family Marks and their expanding continuous use throughout the United States and elsewhere 

for a wide range of workholding and machine tool products, Toolmex’s rights in the marks, both 
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statutory and at common law, for all types of machine tool products have become exceptionally 

valuable property rights. 

13. Toolmex owns a United States trademark registration for the BISON mark and 

logo, Registration No. 1,590,549 in class 7 for various kinds of machine tool products.  (Exhibit 

A). 

14. Through extensive marketing, advertising, and sales Toolmex’s BISON mark and 

its Product-Family Marks have become well known, and the products sold under these marks 

have acquired significant good will and a reputation for quality. 

15. The Product-Family Marks are unrelated to the functional or utilitarian aspects of 

the Toolmex products with which they are used, and are inherently distinctive. 

16. In addition, the Product-Family Marks have acquired secondary meaning and 

serve as source identifiers for Toolmex.  Toolmex’s activities described above relating to the 

Product-Family Marks, including its extensive advertising, marketing and sales, its long 

exclusive use, and its prevention of third party uses, have resulted in the Product-Family Marks 

being identified with Toolmex.  The public is motivated to buy the products associated with the 

Product Family Marks because of their source in Toolmex and because of their reputation and 

quality.  In the minds of the public, the primary feature of the Product-Family Marks is to 

identify Toolmex as the source of the products, rather than the products themselves. 

17. On information and belief, Sowa was formed in the early 1960s as a seller and 

distributor of industrial equipment and supplies.  For many years, Sowa sold its products, 

including machine tool products, exclusively in Canada.  Approximately ten to twelve years ago, 

Sowa expanded its operations and sales to countries outside Canada, but did not sell workholding 

products in the United States.  Recently, either directly or through agents, wholly-owned 
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subsidiaries, and/or or closely-related entities including D&L Sales Company and Innovative 

Tool Sales, Inc., Sowa has begun marketing and selling workholding products in the United 

States. 

18. On information and belief, Sowa recently adopted Toolmex’s Product-Family 

Marks for use with its machine tool products, as part of Sowa’s newly-launched GS Tooling 

brand of workholding products.  Sowa has used individual Toolmex Product-Family Marks to 

refer to Sowa products that match the particular Product-Family Marks that Toolmex sells its 

corresponding products under.  For example and without limitation, compare Exhibit B at pages 

39, 53, 54, 78, and 81 (excerpts from Toolmex catalog showing example Toolmex machine tool 

products and associated “Type” numbers: Type 3505, Type 3504, Type 3705, Type 3205, Type 

3204, Type 3105, Type 3605, Type 3604, Type 4605, Type 4805, and Type 4303), with Exhibit 

C at pages 112-115 (excerpts from Sowa catalog showing matching Sowa machine tool products 

sold under the same “Type” numbers, including Type 3505, Type 3504, Type 3705, Type 3205, 

Type 3204, Type 3105, Type 3605, Type 3604, Type 4605, Type 4805, and Type 4303).  These 

machine tool products sold by Sowa under the Product-Family Marks correspond to products 

sold by Toolmex under its BISON brand. 

19. On information and belief, long after Toolmex established rights in its Product-

Family Marks, Sowa adopted the same Product-Family Marks, and began using each mark with 

the same machine tool product family that Toolmex used that mark.  On information and belief, 

Sowa’s use of these marks commenced with the full knowledge of the prior use and substantial 

celebrity of the Product-Family Marks owned by Toolmex, and with the intent to trade on the 

good will previously established by Toolmex. 
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20. On information and belief, Sowa has sold and advertised for sale goods in the 

machine tool products field under the Product-Family Marks, thereby attempting to capitalize on 

the goodwill in the Product-Family Marks that was established by Toolmex through extensive 

sales under those Marks well prior to Sowa’s adoption of them. 

21. Toolmex’s common law rights in the Product-Family Marks and common law and 

registered rights in the BISON mark long pre-date Sowa’s uses of the same Product-Family 

Marks.  Toolmex was using its Marks in association with machine tool products well before 

Sowa began marketing or selling in the United States. 

22. Sowa’s use of the Product-Family Marks is likely, when used in association with 

its goods, to cause confusion or mistake or to deceive consumers, who are likely to think that 

such goods originate with or are associated with Toolmex. 

23. Sowa cannot and could not validly establish rights in the Product-Family Marks 

for machine tool products, since any use of those marks for such goods by Sowa was an 

infringement of Toolmex’s rights in the Product-Family Marks. 

24. In addition, on information and belief Sowa has recklessly copied Toolmex’s 

copyrighted images and text as part of its marketing and sales of Sowa’s machine tool products.  

Toolmex owns the copyrights in the text and in many of the images on Toolmex’s website 

(Exhibit D) and in Toolmex’s catalogs (Exhibit B).  Sowa’s catalog for its machine tool products 

(Exhibit C) contains a number of identical or substantially similar copies of Toolmex’s text and 

images.  Compare, for example and without limitation, Exhibit C at pages 111 and 117 with 

Exhibit D at pages 1-3 (text in Sowa’s catalog copied from Toolmex’s web site); Exhibit C at 

pages 132-133 with Exhibit B at page 53 (images from Sowa catalog copied from Toolmex 

catalog); Exhibit C at page 136 with Exhibit B at page 14 (same); Exhibit C at page 138 with 
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Exhibit B at page 54 (same); Exhibit C at page 146 with Exhibit B at page 78 (same); and 

Exhibit C at page 164 with Exhibit B at page 81 (same).  Sowa had no permission from Toolmex 

to make these copies. 

25. Toolmex placed Sowa on actual notice of the similarity and likelihood of 

confusion between its uses of its newly adopted marks and Toolmex’s Product-Family Marks, 

and of Sowa’s unpermitted copying of Toolmex’s copyrighted materials in Sowa’s catalog. 

26. Despite such notification, Sowa has recklessly disregarded Toolmex’s rights and 

continues to sell infringing products. 

COUNT I 
(False Designation of Origin Under 15 U.S.C.§ 1125(a)) 

 
27. The allegations of Paragraphs 1-26 are incorporated by reference. 

28. Toolmex’s Product-Family Marks are recognized by consumers as representing 

the source of quality goods in the workholding, cutting, metalworking, and machine tool 

products industry. 

29. Sowa provides its machine tool products to a similar class of consumers as 

Toolmex does. 

30. On information and belief, Sowa’s use of trademarks confusingly similar to 

Toolmex’s Product-Family Marks has the effect of associating Sowa or its goods and services 

with Toolmex’s Product-Family Marks in the minds of the purchasing public, thereby trading off 

the good will acquired by Toolmex. 

31. Sowa’s actions are likely to cause confusion or mistake, or to deceive as to the 

affiliation, connection or association of Sowa with Toolmex as to the origin, sponsorship or 

approval of Sowa’s goods by Toolmex, entitling Toolmex to relief under 15 U.S.C.§ 1125(a). 

32. Toolmex has been damaged by such conduct in an amount to be determined at 
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trial. 

33. Unless stopped by an injunction, Sowa’s behavior will continue and will cause 

Toolmex to suffer irreparable harm for which there is no adequate remedy at law.  Therefore, 

Toolmex is entitled to injunctive relief.  It is also entitled to damages for such false designation 

of origin. 

COUNT II 
(Common Law Trademark Infringement) 

 
34. The allegations of Paragraphs 1-33 are incorporated by reference. 

35. Toolmex owns United States Registration numbered 1,590,549 for BISON, and 

has common law rights in the BISON mark.  Toolmex also has common law rights in its 

Product-Family Marks, which are used in association with the BISON brand. 

36. Sowa uses colorable imitations of Toolmex’s Product-Family Marks in commerce 

as its trademark, and in association with its sale and advertisement of machine tool products 

similar or identical to those sold by Toolmex under its Product-Family Marks. 

37. Sowa’s use of the imitations is without permission of Toolmex and is likely to 

cause confusion or mistake or to deceive.  Sowa is therefore liable to Toolmex for trademark 

infringement at common law. 

38. Upon information and belief, such use by Sowa knowingly and willfully trades 

off the good will established by Toolmex in relation to its Product-Family Marks as part of 

Toolmex’s BISON branding program. 

39. Toolmex has been damaged by such conduct in an amount to be determined at 

trial. 
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40. Unless stopped by an injunction, Sowa’s behavior will continue and will cause 

Toolmex to suffer irreparable harm for which there is no adequate remedy at law.  Therefore, 

Toolmex is entitled to injunctive relief.  It is also entitled to damages for the infringement. 

COUNT III 
(Common Law Unfair Competition) 

 
41. The allegations of Paragraphs 1-40 are incorporated by reference. 

42. By the above-described conduct, Sowa has engaged in unfair competition under 

common law. 

43. Toolmex has been damaged by such conduct in an amount to be determined at 

trial. 

44. Unless stopped by an injunction, Sowa’s behavior will continue and will cause 

Toolmex to suffer irreparable harm for which there is no adequate remedy at law.  Therefore, 

Toolmex is entitled to injunctive relief.  It is also entitled to damages for such conduct. 

COUNT IV 
(Unfair and Deceptive Trade Practices Under Mass. Gen. L. ch. 93A) 

 
45. The allegations of Paragraphs 1-44 are incorporated by reference. 

46. Sowa is, and was at all relevant times, engaged in commerce in Massachusetts, as 

set forth above. 

47. Sowa’s acts as described hereinabove constitute unfair and deceptive acts and 

practices in violation of Mass. Gen. L. ch. 93A. 

48. On information and belief, Sowa’s unfair and deceptive acts and practices 

occurred substantially within Massachusetts. 

49. On information and belief, Sowa’s acts as described hereinabove were willful and 

knowing. 
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50. Toolmex has been harmed by such actions and is entitled to damages as set forth 

in Ch. 93A. 

RELIEF REQUESTED 

 For the above reasons, Toolmex prays that the Court declare and a judgment be entered 

that:  

A. The Court has jurisdiction over the parties and subject matter of this action; 

B. Toolmex’s asserted trademarks are valid and subsisting and are infringed by 

Sowa, and further that Sowa has committed false designation of origin and unfair competition, 

and has violated Mass. Gen. L. ch. 93A; 

C. Sowa, as well as all its agents, representatives, employees, assigns and all persons 

acting in concert or privity with them, is preliminarily and permanently enjoined from 

maintaining, using, disseminating, reproducing, promoting, distributing or otherwise using 

Toolmex’s Product-Family Marks or any mark confusingly similar thereto, and are preliminarily 

and permanently enjoined from using Toolmex’s Product-Family Marks, or any mark 

confusingly similar thereto, as all or part of any mark, product configuration, or design; 

D. Sowa’s infringement, false designation of origin and unfair competition have been 

willful; 

E. Sowa shall deliver to Toolmex or to the Court for destruction all materials bearing 

the infringing marks or colorable copies of the Toolmex Product-Family Marks; 

F. Sowa shall file and serve a report in writing, and under oath, setting forth the 

manner and form in which it has complied with the Court’s order and injunction; 

G. Sowa shall pay to Toolmex any damages attributable to Sowa’s infringement of 

Toolmex’s marks and its acts of unfair competition and shall account for all gains, profits, and 
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advantages derived through those actions, and pay such damages authorized by law, including 15 

U.S.C. § 1117; 

H. Sowa shall pay damages, and such multiple damages up to three times actual 

damages as may be awarded by the Court pursuant to Mass. Gen. L. ch. 93A, 15 U.S.C. § 

1117(b), or other law; 

I. Sowa shall pay Toolmex its reasonable costs and attorneys fees under Mass. Gen. 

L. ch. 93A, 15 U.S.C. § 1117, or other law; and 

J. Toolmex shall have such other and further relief as this Court may award. 

JURY DEMAND 

 Toolmex demands a trial by jury of all issues so triable. 

 

 TOOLMEX CORPORATION, 
 
      By its attorneys, 

 
Date: June 30, 2010    /s/ Michael A. Albert    
      Michael A. Albert, BBO # 558566 
      malbert@wolfgreenfield.com 
      Edward F. Perlman, BBO # 394900 
      eperlman@wolfgreenfield.com 
      Hunter D. Keeton, BBO # 660609 
      hkeeton@wolfgreenfield.com 
      WOLF, GREENFIELD & SACKS, P.C. 
      600 Atlantic Avenue 
      Boston, Massachusetts 02210 
      Tel.  617 646.8000 
      Fax  617 646.8646 
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